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DETAILED ACTION 
Information Disclosure Statement 

1 . The listing of references in tine specification is not a proper information disclosure 
statement. 37 CFR 1 .98(b) requires a list of all patents, publications, or other 
information submitted for consideration by the Office, and MPEP § 609.04(a) states, 
"the list may not be incorporated into the specification but must be submitted in a 
separate paper." Therefore, unless the references have been cited by the examiner on 
form PTO-892, they have not been considered. 

Claim Rejections - 35 USC § 112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claim 4 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

4. Claim 4 recites that "the content of the water is 1 0 to 60% on the basis of the 
total weight of water, an chloroformate and hydroxybenzene". This phrase lacks clarity 
because one skilled in the art cannot determine if the water weight is based on the total 
amount of water, chloroformate and hydroxybenzene, or the total amount of 
chloroformate and hydroxybenzene. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or deschbed as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

7. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

8. Claims 1-5 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Steichen et al. (US 5,705.091). 

9. The rejected claims cover, inter alia, a process for preparing an ester bleach 
activator compound expressed by the following Chemical Formula 1 , the. method 
comprising: (A) preparing a fatty acid monoester having the structure of the following 
Chemical Formula 2; (B) making a chloroformate having the structure of the following 
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Chemical Formula 3 by reacting the fatty acid monoester with at least one selected from 
the group consisting of phosgene, diphosgene and triphosgene in the presence of base; 
and (C) reacting the chloroformate with hydroxybenzene, its derivatives, or its salts in 
water; with R1 , L, and n as defined in claim 1 . The dependent claims further limiting the 
process. 

1 0. Steichen et al. discloses an ester bleach activator of Formula 2, and a process 
for preparing same. According to the process taught by Example 1, sodium 4-(2- 
octanoyloxy ethoxy carbonyloxy) benzensulfonate was prepared as follows: 1) prepare 
2-hydroxyethyl octanoate, 2) prepare chloroformate by reacting 4-hydroxyethyl 
octanoate with phosgene in the presence of pyridine (organic base), and 3) reacting the 
chloroformate with 40hydroxybenzenesulfonate. 

1 1 . The difference between Steichen et al. and Applicant's claimed process is the 
reaction temperature at which the chloroformate is made; and the use of water as a 
solvent. 

12. However, with regard to the reaction temperature at which the chloroformate is 
made, in Steichen et al. it is stated that fatty acid monoester was cooled to -78° then 
the chlorinating agents were added (COCI2/CHCI3) and pyridine then the mixture was 
stirred and warmed to room temperature, which ranges from 18 to 24°C. Thus, once 
the chlorinating agent and solvent are added the reaction of Steichen et al. continues at 
room temperature. Applicant's reaction of step (B) takes place at room temperature. In 
the case where the claimed ranges "overlap or lie inside ranges disclosed by the prior 
art" a prima facie case of obviousness exists. (In re Wertheim, 541 F.2d 257, 191 
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USPQ 90 (CCPA1976)). 

1 3. With regard to the use of water as a solvent, Steichen et al. discloses that the 
phenyl sulfonates are soluble in aqueous media, (see column 9, lines 56-58). As, such, 
water was a known solvent for hydroxybenzene. A person of ordinary skill has good 
reason to pursue the known options within his or her technical grasp. If this leads to the 
anticipated success, it is likely that product [was] not of innovation but of ordinary skill 
and common sense. In this instance, it was known in the art at the time of Applicant's 
claimed invention that phenyl sulfonate esters were soluble in aqueous media (water). 

Thus, this limitations is deemed to be obvious absent a showing of unexpected 
results. 

A reference is good not only for what it teaches by direct anticipation but also for 
what one of ordinary skill in the art might reasonably infer from the teachings. (In 
reOpprecht^2 USPQ 2d 1235, 1236 (Fed Cir. 1989); In re Bode 193 USPQ 12 (CCPA) 
1976). In light of the forgoing discussion, the Examiner concludes that the subject 
matter defined by the instant claims would have been obvious within the meaning of 
35USC 103(a). From the teachings of the references, it is apparent that one of ordinary 
skill in the art would have had a reasonable expectation of success in producing the 
claimed invention. Therefore, the invention as a whole was prima facie obvious to one 
of ordinary skill in the art at the time the invention was made, as evidenced by the 
references, especially in the absence of evidence to the contrary. 
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Conclusion 

Any inquiry concerning this communication or earlier communications from tine 
examiner should be directed to YATE' K. CUTLIFF whose telephone number is 
(571)272-9067. The examiner can normally be reached on M-TH 8:30 a.m. - 5:00 p.m. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Daniel M. Sullivan can be reached on (571) 272 - 0779. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Yate K. Cutliff/ 
Patent Examiner 
Group Art Unit 1621 
Technology Center 1600 

/Porfirio Nazario-Gonzalez/ 
Primary Examiner 
Art Unit 1621 



